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COPYRIGHT, TRADEMARK and TRADE SECRETS 
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Legal Disclaimer 

Additional Information Additional Information 

These materials are for general informational purposes only.  None of it 
constitutes legal advise, nor is it intended to create any attorney-client 
relationship between you and the author. 

You should not act or rely on this information concerning the meaning, 
interpretation, or effect of particular contractual language or the resolution of 
any particular demand, claim, or suit without seeking the advice of your own 
attorney.   



Legal Disclaimer 
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This information does not amend, or otherwise affect, the terms, conditions or 
coverages of any insurance policy issued by Travelers. 
 

This information is not a representation that coverage does or does not exist for 
any particular claim or loss under any such policy or bond. 
 

Coverage depends on the facts and circumstances involved in the claim or 
loss, all applicable policy provisions, and any applicable law.   
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COPYRIGHT 



Copyright Act of 1976 
Subject matter of copyright:  In general 
 Literary works; 
 Musical works; 
 Dramatic works; 
 Pantomimes and choreographic works; 
 Pictorial, graphic and sculptural works (e.g. photographs, original designs, 

etc.); 
 Motion pictures and other audio visual works; 
 Sound recordings; 
 Architectural works; 
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Not Protected by Copyright: 
 Ideas 
 Procedures  
 Processes   
 Systems 
 Methods of operation 
 Concepts 
 Principles 
 Discoveries 
 Names 
 Titles 
 Slogans  
 Short phrases 
 Common/familiar symbols and designs 
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When Does Copyright Attach? 
 Copyright attaches at the moment of creation of the work. 

 

 Work must display some vestige of creativity and originality. 
 Work must also be fixed in a tangible medium of expression (e.g. written 

down on a paper, saved on a hard drive). 
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Exclusive Rights In Copyrighted Works 
The owner of copyright has the exclusive rights to do and to authorize any of 
the following: 
 To reproduce the copyrighted work; 
 

 To prepare derivative works based on the copyrighted work; 
 

 To distribute copies of the copyrighted work to the public by sale or other 
transfer of ownership, or by rental, lease or lending. 
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 In the case of literary, musical, dramatic and choreographic works, 
pantomimes, and motion pictures and other audiovisual works, to perform 
the copyrighted work publicly; 

 

 In the case of literary, musical, dramatic, and choreographic works, 
pantomimes, and pictorial, graphic, or sculptural works, including individual 
images of a motion picture or other audiovisual work, to display the 
copyrighted work publicly; and  

 

 In the case of sound recordings, to perform the copyrighted work publicly by 
means of a digital audio transmission.   
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Exclusive Rights In Copyrighted Works 



Fair Use Defense Against Claim of Infringement 
The fair use of a copyrighted work, including such use by reproduction in 
copies or by any other means, for purposes such as criticism, comment, news 
reporting, teachings (including multiple copies for classroom use), scholarship, 
or research, is not an infringement of copyright.  In determining whether the use 
made of a work in a particular case is fair use the factors to be considered shall 
include: 
 The purpose and character of the use; including whether such use is 

of a commercial nature or is for non-profit education purposes; 
 The nature of the copyrighted work; 
 The amount and substantiality of the portion used in relation to the 

copyrighted work as a whole; and 
 The effect of the use upon the potential market for or value of the 

copyrighted work.   
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To establish copyright infringement, the Plaintiff must prove that: 
 

 Plaintiff owned a valid copyright to the allegedly infringed work; and 
 Defendant copied the protectable elements of the work. 

o Copying means –  
(1) actual copying and  
(2) substantial similarity between the accused work and protectable 

elements of the copyrighted work. 
 
Actual copying can be proven by: 

1) Direct proof – e.g. eyewitness or admission; or 
2) Indirect or circumstantial proof – proof of facts from which a judge or 

jury could properly infer that copying has occurred.   
 For instance, (1) proof of access, and (2) similarities between the 

two works that provide sufficient proof to support an inference of 
copying. 
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Copyright Infringement 
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Ninth Circuit’s Two Part Test to Determine Substantial Similarity: 
 

Extrinsic Test 
 Whether there are substantial similarities in the idea presented and the 

manner in which they are expressed. 
 

Intrinsic Text 
 Whether an ordinary, reasonable person would perceive a substantial 

similarity in the “total concept look and feel” of the two works.  
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Copyright Infringement: Substantial Similarity 



Digital Millennium Copyright Act 
Provides service providers with limitations on liability (safe harbors) for 
copyright infringement based on four types of activities by service providers –  
 Transmitting communications (where service provider acts as “mere 

conduit”); 
 System caching; 
 Storage or information on systems or networks at the direction of users; 
 Storage of information location tools. 

 
To be eligible for any of the limitations, an entity must: 
1) Be a service provider as defined in the Act; 
2) Adopt and implement a policy of terminating the accounts of subscribers 

who are repeat infringers; and 
3) Accommodate and not interfere with “standard technical measures” 

that copyright owners use to identify or protect copyrighted works. 
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Digital Millennium Copyright Act 
Additionally, a service provider will not be liable for any claim based on service 
provider’s good faith disabling of access to, or removal of, material or activity 
claimed to be infringing, or based on facts or circumstances from which the 
infringing activity is apparent, regardless of whether the material or activity is 
ultimately determined to be infringing.   
 
To benefit from this limitation of liability, a service provider must: 
1) Take reasonable steps to promptly notify the subscriber that it has removed 

or disabled access to the material; 
2) Upon receipt of a proper counter notice by the subscriber, promptly provide 

the complainant with the copy of the counter notice and inform the 
complainant that the service provider will replace the removed material or 
cease disabling access to it in 10 business days; and 

3) Replace the removed material and cease disabling access to it not less than 
10, nor more than 14, business days following receipt of the counter notice 
(unless a court action has been filed). 
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Example No. 1 
Copyright Infringement of Software - Counterfeiting: 
 Microsoft and Adobe strongly protects their copyrights   
 Actively police the marketplace looking for unapproved sellers of their 

products  
 Settled 3,265 cases last year 

 Obstructs pirates through take down notices 
 Helped US Customs criminally prosecute a counterfeiter this year – he got 

15 months in prison 
 Coverage might be triggered by the advertisement of the counterfeited 

product 
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Example No. 2 
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Example No. 2 Cont’d 
• Veterinary clinic used photo on its website 
• Got permission from the dog’s owner to use the photo 
• Did not get permission from photographer Jeffrey Werner 

– Work for hire? 
• Must be in writing  
• Must attest the rights will reside with the payor 
• Free stock photography is a thing of the past 
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Example No. 3 
Copyright Infringement on Your Website 
 Software, Inc. hires BestWeb to design its website.  It pays BestWeb $1,000 

to create all of the content on the site. 
 The website is beautiful and user friendly and Software, Inc. is very 

satisfied. On the first page of the website is a picture of an attractive woman 
staring at a line of code on a computer. 

 Two years later, Software, Inc. receives a cease and desist letter which 
alleges that the photographs on Software Inc.’s website are infringing.  The 
letter is sent by Getty Images, a company that licenses photographs for a 
fee. Getty demands $10,000 for the use of the photograph and an additional 
$5,000 if Software, Inc. wants to continue using the photograph. 

 Software, Inc. turns to BestWeb for defense and indemnity but BestWeb is 
defunct. 
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Example No. 3, cont’d 

 Software, Inc. pays Getty Images the $15,000 and keeps the photograph on 
its website. 

 A year later, Software, Inc. is served with a summons and complaint alleging 
a violation of the right of publicity.  The woman who was in the allegedly 
infringing photograph asserts that her image is being used to promote 
Software, Inc. business without her permission. 

 The woman is a professional model who usually licenses her image for 
$50,000. 

 
Now what? 
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Example No. 4 
SCRAT v. SQRAT:  Scenes a faire doctrine 
 Sqrat is a rather crudely drawn two dimensional, monochromatic static 

character. 
 Scrat is portrayed as existing and moving in three dimensions and his fur, 

nose, eyes, mouth and extremities are rendered in lifelike detail and realistic 
color and shade. 

 Scene a faire are unprotectable elements that follow naturally from a work’s 
theme rather than from the author’s creativity.   

 Exaggerated facial features, protruding eyes and anthropomorphic aura are 
standard for all animal cartoon characters. 

 BOTTOM LINE:  No Infringement. 
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Example No. 5 
CISCO V. ARISTA 
• Cisco and Arista are competitors who make and sell Ethernet switches, 

which connect multiple devices within a local area network and can direct 
traffic on the network. 

• Cisco sued Arista for copyright infringement, claiming Arista infringed the 
user interfaces found in four Cisco operating systems as well as the 
associated technical documentation. 

• Cisco claimed that more than 500 of the multiword command expressions 
across four operating systems are protectable and copied by Arista. 
– Examples of multiword command expressions include “boot system,” 

“show inventory,” “area nssa translate type 7 always,” and “spanning-tree 
portfast bpdufilter default.” 

• Jury instruction:  Scenes a faire is an affirmative defense to 
copyright infringement. To show that portions of Cisco's user interfaces are 
scenes a faire material, Arista must show that, at the time Cisco created the 
user interface external factors other than Cisco's creativity dictated that Cisco 
select, arrange, organize and design its original features in the manner it did.  
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Example No. 6 
CAROL BURNETT  v. THE FAMILY GUY 
• Carol Burnett sued THE FAMILY GUY for portraying her animated 

“charwoman” character as the janitor in a porn shop.  Lewd comments made 
regarding Burnett’s ear-tugging tradition.   
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Example No. 6, cont’d 

Fair Use:  Parody 
 Literary or artistic use that imitates the characteristic style of an author or a 

work for comic effect or ridicule. 
 Use is “transformative”. 
 Whether parody is in good taste or bad taste should not matter in 

determining fair use. 
 

Court held;  “the episode … put a cartoon version of Carol Burnett/ the 
Charwoman in an awkward, ridiculous, crude and absurd situation to lampoon 
and parody her as a public figure”.   
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Example No. 7 

• T-Shirt company uses third party “fan art” on its shirts 
• Claims that the fan art is satire or parody 
• Disney, Marvel and Dreamworks sue, claiming infringement of licensed 

characters. 
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TRADEMARKS 



Definition of a Trademark 
A trademark is any word, name, number, symbol or combination thereof that 
functions to identify and distinguish the goods and services of one entity from 
those of others. 
  

 “Coca-Cola” 
 “Microsoft” 
 “Victoria’s Secret” 
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Tag Lines Can Be Trademarks Too 
 “Just Do It” 
 “Don’t Leave Home Without It” 
 “Reach Out and Touch Someone” 
 “Fair & Balanced” 
 “Quicker Picker Upper” 
 “Calgon, Take Me Away!” 
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Symbols Can Also be Trademarks 
 Nike Swoosh 
 Macintosh Apple 
 Starbucks Siren  
 Twitter Bird 
 Snapchat Ghost 
 Pepsi Globe 
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Establishment of a Trademark 
In the U.S., trademark rights are created by use, not registration. 
 

Federal Registration establishes national recognition 
 Federal Registration is not automatic 
 Examination by the United State Patent and Trademark Office 
 Office Actions may be issued during the examination 
 Period of Opposition 
 
If continuously used in interstate commerce for more than five years after 
registration, the right to use the mark may become “incontestable”. 
 

Non-registration does not negate trademark rights 
 Common law rights 
 Geographical parameters 
 State Registration 
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Hierarchy of Distinctiveness 
Generic Marks 
 “Apple” for fruit 
 “Lingerie” for women’s undergarments 
 “Shredded wheat” for breakfast cereal 

 

Descriptive Marks 
 “America’s Best Popcorn” for popcorn 
 “Bufferin” for buffered aspirin 
 “Spex” for optician services 

 

Suggestive Marks 
 “Chicken of the Sea” for tuna 
 “Coppertone” for sun tan oil 
 “Roach Motel” for insect traps 
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Hierarchy of Distinctiveness - cont’d 

Arbitrary/Fanciful Marks 
 “Apple” for computers 
 “Camel” for cigarettes 
 “Banana Republic” for clothes 
 “Exxon” for oil company 
 “Polaroid” for film and cameras 
 “Kleenex” for facial tissue 
 “Xerox” for photocopiers 
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Traditional Theory of Trademark Protection:  Confusion 
 Consumer protection is the touchstone 

 Lanham Act. 15 U.S.C.A. §§ 1051 

 Focus of trademark protection: preventing the use of identical or 
similar marks in a way that that confuses the public about the 
source of goods or services. 

 

 Likelihood  of confusion is sufficient (actual confusion need not be shown) 
 May be supported through use of survey and expert testimony. 
 

 Products must be related and travel in the same channels of commerce 
 Delta faucets v. Delta Airlines 
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Factors in Determining Confusion 
Courts use variations …  
Multi-factor test, including: 
 The strength or distinctiveness of the plaintiff’s mark; 
 The degree of similarity between the two marks; 
 The similarity of the goods or services that the marks identify; 
 The likelihood that plaintiff will “bridge the gap”; 
 Actual consumer confusion; 
 The defendant’s intent in adopting the mark; 
 The quality of the goods or services of defendant; and 
 The sophistication of the potential consumer. 

 
No one factor is determinative; factors must be weighed and balanced against 
one another. This list is not exhaustive.   
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Example No. 1 
Software for All, Inc. sues Computers for All, Inc. for trademark infringement.   
Considerations in evaluating strength of case: 
• How strong is the mark? 
• How similar are the marks? 
• Is either mark registered with the USPTO? 
• Which mark has been around longer? 
• Do both companies advertise in similar places? 
• Is there any evidence of actual confusion? 
• Is there any evidence that Computers for All was trying to trade on Software 

for All’s goodwill? 
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Example No. 2 
• Sleep Number (previously Select Comfort) zealously protects its trademark 
• Competing mattress company used the words “sleep” and “number” and 

“bed” it is advertising. 
– Ex. Sleep Sale 60% Off Number Bed 

• Sleep Number sued, saying that use of these terms infringed on its trademark 
because people looking for a Sleep Number bed would be directed to 
competitor’s website by use of these terms. 

• Sleep Number claim trademark rights in the term “number bed” although it did 
not have a federal registration in the term. 

• Jury found that Sleep Number did not have rights in the term “number bed”. 
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Example No. 3 
DreamWorks v. Dreamwerks 

 

Dreamwerks Productions Group was a sponsor of science fiction conventions, 
mostly with a Star Trek theme.  Dreamwerks draws customers to its 
conventions by hiring former Star Trek stars like Leonard Nimoy (“Spock”) or 
DeForest Kelley (“Bones”) to appear.  Dreamwerks started its business in 1984 
and had a registered trademark. 

 

In 1994, Steven Spielberg, Jeffrey Katzenberg and David Geffen formed 
DreamWorks, a film studio.  Besides making movies, DreamWorks participates 
more generally in the entertainment industry.  It has several joint ventures for 
toys, video games and interactive software. 

 

Dreamwerks sued DreamWorks for trademark infringement.   
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Dreamwerks’ Concerns 

 

 Junior user much larger than senior user. 
 Dreamwerks’ goodwill rests in the hands of DreamWorks 
 If consumers think they are dealing with DreamWorks, they have different 

expectations regarding the conventions.   
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Example No. 4 
CHECKPOINT SYSTEMS v. CHECK POINT SOFTWARE 
Checkpoint Systems has designed asset control security systems for retailers 
since 1967.  Check Point Software designs firewall products.  Check Point 
software originated in Israel in 1993.  When Checkpoint Systems went to 
register the domain name www.checkpoint.com, it discovered that the domain 
name was already in use by Check Point Software.  Checkpoint Systems sued 
for trademark infringement. 
• To prove likelihood of confusion, plaintiffs must show that “consumers 

viewing the mark would probably assume the product or service it represents 
is associated with the source of a different product or service identified by a 
similar mark.” 

• Where the plaintiff and defendant deal in non-competing goods or services, 
the court must look beyond the trademark to the nature of the products 
themselves, and to the context in which they are marketed and sold. The 
closer the relationship between the products, and *281 the more similar their 
sales contexts, the greater the likelihood of confusion. 
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Example No. 4 cont’d 

• Mark is descriptive and has not obtained strong secondary meaning in other 
segments of the corporate security market. 

• Initial interest confusion is de minimus. 
• High level of sophistication of buyers. 
• Bottom Line:  No infringement. 
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Federal Trademark Dilution Act (15 U.S.C. § 1125) 

“Dilution by blurring” means the lessening of the capacity of a famous mark to 
identify and distinguish goods or services regardless of the presence or 
absence of: 
• Competition between the owner of the famous mark and other parties, or 
• Likelihood of confusion, mistake or deception. 
  
“Dilution by tarnishment” is association arising from the similarity between a 
mark or trade name and a famous mark that harms the reputation of the 
famous mark. 
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Example of Trademark Dilution 
Moseley v. Victoria’s Secret 

 

 Victor Moseley opens an adult video, lingerie and novelty shop under the 
name “Victor’s Secret”. 

 Moseley sends out fliers advertising the store. 
 An army officer in nearby Fort Knox receives one of the fliers and writes to 

Victoria’s Secret, stating that he perceived that “Victor’s Secret” was “an 
attempt to use a reputable company’s trademark to promote the sale of 
unwholesome and tawdry merchandise”.   

 Victoria’s Secret sends a cease and desist letter. 
 Moseley responds by changing the name to “Victor’s Little Secret”. 
 Still not satisfied, Victoria’s Secret brought suit alleging claims of dilution 

and confusion.  
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Trademark Dilution cont’d 

• Court found no trademark infringement of likelihood of confusion 
• Found the Victor’s Little Secret diluted Victoria’s Secret by “tarnishment”  

– Associating a famous mark with unsavory products 
• Found no dilution by “blurring” 

– Lessening the impact or value  of a famous mark over time. 
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TRADE DRESS 



Elements of Trade Dress 
• Characteristics of the visual appearance of a product or its packaging that 

signifies the source of the product to consumers. 
 
• Protects consumers from “passing off” the imitating product that the 

consumer mistakes for the original, or believes to be affiliated with the 
original. 

 
• Can be registered with the USPTO 
 
• Trade dress must not be functional. 

• Pink for insulation 
• Shape of a coke bottle 
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Claim Example 
Manufacturer and seller of dietary supplement brought action against online 
marketer, alleging that the marketer infringed trade dress in violation of the 
Lanham Act by designing an identical website for a competitor. 
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Claim Example cont’d 

• Products aren’t similar in “look and feel”, just website 
 

• Protectable because “Like the packaging of a product, the look and feel of a 
website invites the user in. It offers a familiar interface, with recognizable 
elements. Similar colors, sizes, and layouts make navigation and interaction 
facile.” 
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TRADE SECRETS 



What Is A Trade Secret? 
Generally, a trade secret is any information that has economic value because it 
is not generally known to or easily deciphered by others, and is the subject of 
reasonable efforts to maintain secrecy. 
 
State : 
• Many states have adopted a variation of the Uniform Trade Secret Act 

(UTSA). 
 
Federal: 
• On May 11, 2016, Defend Trade Secrets Act of 2016 (DTSA) was enacted 

into law, creating a federal cause of action for trade secret misappropriation 
that largely mirrors the current state of the law under the UTSA. 

• DTSA provides for a federal private right of action for trade secret 
misappropriation if the alleged trade secret relates to a product or service 
used in, or intended for use in, interstate or foreign commerce. 

• DTSA allows for ex parte seizure order. 
 

Trade Secret owner now has more options in bringing an action. 
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Elements of Trade Secrets 
 Information must have economic value (actual or potential) 
 
 Must not be generally known or easily assembled 

• Not easily reverse engineered 
 

 Owner must make reasonable efforts to keep the information secret 
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Examples of Trade Secrets 

 Formulas 
 Manufacturing techniques 
 Computer algorithms 
 New inventions not yet patented 
 Business processes 
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Example 
Former employee of actuarial firm Penopscot & Associates committed 
customer list to memory.  He resigned and went to work for a new actuarial 
company, Frank Actuarial Services.  He began to solicit customers of 
Penopscot, using the information he had memorized. 

Penopscot had gone to great lengths to develop its customer list and had even 
hired high-priced consultants to help identify the best potential clients in the 
area.  It argued that its customer list was a trade secret. 

The former employee argues that the customer list could not be a trade secret 
because he was able to memorize it and thus, did not contain the requisite 
secrecy necessary for it to be a trade secret. 

The court determined that a trade secret is a trade secret regardless of whether 
it is committed to writing or memory. 
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Practice Tips 
• Where is the client getting its content? 

– Do they have written guidelines? 
• Who wrote them 

• Do they have a liability policy that covers trademark and copyright 
infringement? 

• Have they registered their trademark? 
– In what class or classes 
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QUESTIONS? 
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